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reconsider 



and 



This is intended as a full 
on July 22, 2005, having a 
October 22, 2005. Please 
discussed below. 

Claims 1-9 and 15-25 
Claims 10-14 were previously 
Requirement, and claim 21 is 
allowed, while claims 15-25 are 
requested for reasons presented 

Claims 15-20, 22-23, 
unpatentable over Paley (U.S. 
Paley discloses a kit comprising 
having two ends. The Examiner 
as a drill and router, which the 
67 of Paley by the description of 
then states that Paley further d 
number 10) with adhesive 
indicators (designated by 
numbers 18 and 20). The 
installable (equivocating with the 
cuts. 

Applicant respectfully 
because Paley does not teach, 
the third and fourth locations for 
amended independent claim 15 
Applicant submits that no new i: 

Claims 21 and 24 stand 
Paley in view of Nelson (U.S. 
that Paley does not disclose a 
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REMARKS 

and complete response to the Final Office Action mailed 
shortened statutory period for response set to expire on 
the claims pending in the application for reasons 



rerhaln pending in the application and are shown above, 
cancelled by Applicant in response to a Restriction 
currently cancelled without prejudice. Claims 1-9 are 
rejected. Reconsideration of the rejected claims is 
below. 

25 stand rejected under 35 USC § 103(a) as 
Ffatent Number 4,640,01 9). The Examiner states that 
drive including a motor and drive shaft, the drive shaft 
states that a drive includes hand-held power tools such 
^xaminer ciaims are provided for in column 4, lines 61- 
"proper drilling" and "cuts or mortises." The Examiner 
scloses a template including a sheet (designated by 
(designated by number 23), the sheet having first and second 
numbe rs 16) and third and fourth indicators (designated by 
Examiner also states that Paley discloses the drive being 
word "positionable") at these locations for making the 



traverses 



siow. 



issje 



the rejection to claims 15-20, 22-23, and 25 
or suggest a kit wherein the drive is installable at 
making the cuts after making the cuts. Applicant has 
o include elements of dependent claim 21; therefore, 
is presented by amendment of claim 15. 
rejected under 35 USC § 103(a) as unpatentable over 
Patent Number 4,466,637). The Examiner acknowledges 
mdrtor or drive shaft that is installable at certain locations 
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after making the cuts. The Examiner then states that Nelson discloses a motor 24 
which could be configured to installable at certain locations after making the cuts. 
The Examiner then concludes tt at it would have been obvious to one of ordinary skill in 
the art at the time the invention, was made to include this component, as shown in 
Nelson, as part of a particular rje rofit "kit" for this particular type of application. 

Applicant respectfully jtraverses the rejection to claims 15-20 and 22-24. 
According to case law, when applying 35 USC § 103(a), the following patent law rules 
must be adhered to: (a) the claimed invention must be considered as a whole, (b) the 
references must be considered as a whole and must suggest the desirability and thus 
the obviousness of making the! combination, (c) the references must be viewed without 
the benefit of impermissible hindsight vision afforded by the claimed invention, and (d) 
reasonable expectation of success is the standard with which obviousness is 
determined. See Hodosh v. [Mock Drug Co., Inc., 786 F.2d 1136, 1143 n.5, 229 
U.S.P.Q. 182, 187 n . 5 (Fed. Cjr 1986). 

Applicant respectfully su >mits that the Examiner has failed to indicate some 

j 

suggestion or motivation present within either of Paley or Nelson to install the drive or 
the drive shaft at the third and j fourth locations after making the cuts. Paley deals with 
installing door strikes, while Nplson deals with installing a power drive mechanism for 
trailer landing gear. Paley doejs not mention or suggest installing a drive or drive shaft 
at any location after making the cuts; rather, a door bell is installed after making the 
cuts. Nelson does not mention or suggest utilizing any sort of template for making the 
cuts, and as the Examiner acknowledges, the power drive mechanism of Nelson would 
have to be modified to be in stallable at certain locations after making the cuts. 
Therefore, one of ordinary skill; h the art would have no reason to combine these two 
totally unrelated references in |n on-analogous arts In any way, much less to combine 
these two references to install th s drive or drive shaft at or between the third and fourth 
locations. Additionally, one of ordinary skill in the art would have no motivation or 
reason to combine the two to ally unrelated references to install the power drive 
mechanism at locations on a tenplate and further modify that power drive mechanism 
to make it installable at the meh ioned locations. Therefore, reliance on impermissible 
hindsight is required to combing Paley and Nelson to arrive at the claimed invention. 

! 
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According to case law, mere fact that references can be modified does not 



render the combination obvioui 
combination. See In re Mills\ 



unless the prior art also suggests the desirability of the 
916 F.2d 680 (Fed. Cir. 1990). Therefore, Applicant 
respectfully submits that the Examiner's assertion that the motor 24 of Nelson could be 
configured to be installable at certain locations after making the cuts is insufficient to 
support a prima facie case of ojb piousness. 

Furthermore, according jto case law, u p]n order to rely on a reference as a basis 



for rejection of an applicant's! 
applicants endeavor or, If not, 
with which the inventor was crin 



nvention t the reference must either be in the field of 
then be reasonably pertinent to the particular problem 
cerned." See In re Oetiker, 977 F.2d 1443, 1446 (Fed. 



cut, as recited in these ciaimsJ 

i 

claims, and Applicant submits 
shows, or suggests both of 
requests allowance of these cla 
The Examiner states this 

i 

etc. in a material, and various 
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Cir. 1992), Obviously, the Pa/ey reference (door strike installation) is not in the field of 
applicant's endeavor. Moreover, Applicant respectfully submits that the Examiner fails 
to show why one in the field of installing a drive would be concerned with the art of door 
strikes. 

Furthermore, regarding* ilaims 22-23, Applicant respectfully submits that Pa/ey 
does not teach a drive installable at the cuts aQd a tool for drilling the hole or making the 

The drive and the tool are two separate elements in the 
that the Examiner has not shown that Paley teaches, 
these elements. Accordingly, Applicant respectfully 
ms. 

"it is inherent to use a drive/tool to make holes, cuts, 
types of templates to ensure precision. Therefore, to 
belabor the 'novelty' of this particular subject matter appears groundless." Applicant 
respectfully traverses this statement In following the patent law rules stated above 
relating to 35 USC § 1 03(a), ; Applicant submiis that the Examiner must consider the 
claimed invention as a whole. The novelty of one particular element recited in the 
claims (here, the tool) is immaterial; rather, it is the novelty of the claimed combination 
which is at issue. Thus, the en ire claim, including the drive and the tool for making the 
cut or for drilling the hole must De considered, as well as the template and indicators, in 
determining the allowability! of claims 22-23. As mentioned above, Applicant 
respectfully submits that the Examiner is using Paley to designate the "drive" recited in 
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claims 22-23 but fails to use any element of Paley to designate the "tool" recited in 



claims 22-23. Applicant there 
grounds that claims 22-23 have 
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ore transverses the rejection to claims 22-23 on the 
not been considered as a whole , as required. 
Regarding claim 25, Applicant respectfully submits that Paley does not teach, 
show, or suggest a template co uprising third and fourth indicators on a sheet, wherein 
said third and fourth indicators comprise lines on said sheet which are substantially 
parallel to one another, as recitsd in claim 25. Rather, the component of Paley which 
the Examiner utilizes as the third indicator is a vertical crosshair scored area 18, while 
the component of Paley whici the Examiner utilizes as the fourth indicator is a 
horizontal crosshair scored ares 20. See Paley at Figures 1-3 and 5 and at col. 3 Ins. 
36-41. The vertical and horizontal scored areas 18, 20 are not substantially parallel to 
one another. 

Furthermore, Applicant submits that the Examiner has failed to indicate some 
suggestion for altering the location of the indicators of. Paley. As stated above, the 
patent law rules relating to 35 U 5C § 103(a) require that the reference(s) utilized for the 
obviousness rejection must be considered as a whole and must suggest the desirability 
and thus the obviousness of mating the combination and that the reference(s) must be 
viewed without the benefit of impermissible hindsight vision afforded by the claimed 

above, discloses a template for installation of electric 
electric door strike necessitates the positioning of the 
There is no teaching or suggestion in Paley and no 



invention. Paley, as mentioned 
door strikes. The nature of an 
indicators as disclosed in Paley 



motivation or recitation of desirability for altering the location of the indicators on the 



template to allow installation of 



a totally unrelated mechanism such as a drive. Thus, 



the Examiner relies on impermi ssible hindsight vision afforded by Applicant's claimed 
invention and specification and fails to provide some suggestion of the desirability of 
changing the location of the indicators of the template of Paley. 

The Examiner indicates that "it would have been obvious to one with ordinary 
skill in the art at the time the inve ntion was made to include punched holes and lines, as 
another means to indicate local Ions for these particular types of cuts/modifications to 
material, thus increasing applicability." In this reasoning, Applicant submits that the 
Examiner is engaging in impermissible hindsight based on Applicant's specification. 
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increasing 



into 



tte 



»] 



partB 



The broad assertion that "ii 
claim due to a reference could 
obvious, as an Applicant would 
invention if he or she could see 

Further, as stated above, 
render the combination obvious 
combination. See In re Mills, 9 
"the mere fact that a worker in 
to meet the terms of the claims 
obviousness. The prior art must 
without the benefit of [applicant': 
reference device/ See Ex 
(Bd. Pat. App. & Inter 1984) 
suggestion in the prior art of the 
to result in the template recited 
has not set forth a prima facie & 

Additionally, as discussed 
strike art of Paley is non-analogous 
therefore, Paley is unavailable 
1443 (Fed. Cir. 1992), the cou 
applicant's endeavor, and was 
which the inventor was concern 
ordinary skill, seeking to solve th 
be expected or motivated to 
submits that the Examiner has 
landing gear based on indicators 
motivated look to the door strike 

For at least the above 
not teach, show, or suggest a kit 
a first drive shaft operably 
second end portions; and a temd>lafc 



loo< 



connected 
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applicability" is the reason for obviousness of a 
potentially render all possible claims of any application 
always desire to increase applicability of his/her 
the future at the time of filing of a patent application, 
he mere fact that references can be modified does not 
unless the prior art also suggests the desirability of the 
6 F.2d 680 (Fed. Cir. 1990). Case law provides that 
art could rearrange the parts of the reference device 
is not by itself sufficient to support a finding of 
provide a motivation or reason for the worker in the art, 
specification, to make the necessary changes in the 
Chicago Rawhide Mfg. Co., 223 U.S.P.Q. 351, 353 
Applicant submits that the Examiner has not stated any 
desirability of the modification of the template of Paley 
in claim 25; thus, Applicant submits that the Examiner 
of obviousness. 

above, Applicant respectfully submits that the door 
to the art of installing a drive after making the cuts; 
a reference in this respect. In In re Oetiker, 977 F.2d 
1 held that the reference was not within the field of 
not reasonably pertinent to the particular problem with 
ed, because it had not been shown that a person of 
3 problem of fastening a hose clamp, would reasonably 
to fasteners for garments. Here, similarly, Applicant 
to show that one seeking to install a drive of trailer 
of a template, would reasonably be expected or 
area of prior art. 

, Applicant respectfully submits that Paley does 
comprising a drive, said drive comprising a motor; and 
to said motor, said first drive shaft having first and 
te, said template comprising a sheet; a first indicator 
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on said sheet identifying a first 
sheet identifying a second location 
identifying a third location for 
identifying a fourth location foii 
comprise lines on said sheet which 
in claim 25. Accordingly, Applicant 
In conclusion, the references 
not teach, show, or suggest the 
out in the Final Office Action, 
condition for allowance and respectfully 



location for drilling a hole; a second indicator on said 
for drilling a hole; a third indicator on said sheet 
making a cut; and a fourth indicator on said sheet 
making a cut, wherein said third and fourth indicators 
are substantially parallel to one another, as recited 
respectfully requests allowance of claim 25. 
cited by the Examiner, alone or in combination, do 
invention as claimed. Having addressed all issues set 
Applicant respectfully submits that the claims are in 
requests allowance of the claims. 



Respectfully submitted, 
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Gary N. 
Registration No. 37,732 
Speed & Rogers, p.A. 
111 Center Street, Suite 1200 
LittJe Rock, AR 72201 
Telephone: (501)219-2800 
Facsimile: (501) 219-2879 
Attorney for Applicant 
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